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DETAILED ACTION 

Election/Restrictions 

1 . Restriction is required under 35 U.S.C. 121 and 372. 

The application contains the following inventions or groups of inventions which 
are not so linked as to form a single general inventive concept under PCT Rule 13.1 . 

In accordance with 37 CFR 1 .4999, applicant is required, in reply to this action, to 
elect a single invention to which the claims must be restricted 

I. Claims 1-4, drawn to a ultralow carbon thin gauge steel sheet. 

II. Claims 5-7, drawn to a method for producing the sheet. 

The inventions listed as l-ll do not relate to a single general inventive concept 
under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or 
corresponding special technical features for the following reasons: the common 
technical feature in all groups is the steel sheet. This element cannot be a special 
technical feature under PCT Rules 13.2 because the element is shown in the prior art. 
JP 06-065647 A discloses a steel sheet (abstract), which is substantially identical to the 
claimed steel sheet. Inventions l-ll lack the same or corresponding special technical 
features. Therefore unity of invention is lacking and restriction is appropriate. 

During a telephone conversation with Mr. John J. Kelly, Jr. on June 13, 2008 a 
provisional election was made with traverse to prosecute the invention of I, claims 1- 4. 
Affirmation of this election must be made by the applicant in replying to this Office 
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action. Claims 5-7 are withdrawn from further consideration by the examiner, 37 
CFR 1.142(b), as being drawn to a non-elected invention. 

Applicant is advised that the reply to this requirement to be complete must 
include an election of the invention to be examined even though the requirement be 
traversed (37 CFR 1.143). 

The election of an invention may be made with or without traverse. To reserve a 
right to petition, the election must be made with traverse. If the reply does not distinctly 
and specifically point out supposed errors in the restriction requirement, the election 
shall be treated as an election without traverse. 

Should the applicant traverse on the ground that the inventions are not 
patentably distinct, the applicant should submit evidence or identify such evidence now 
of record showing the inventions to be obvious variants or clearly admit on the record 
that this is the case. In either instance, if the examiner finds one of the inventions 
unpatentable over the prior art, the evidence or admission may be used in a rejection 
under 35 U.S. C. 103(a) of the other invention. 

The applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(i). 

Claim Rejections - 35 USC § 103 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1- 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over JP 
06-065647 A in view of JP 2003-268435 A. 

With respect to claims 1-4, JP ('647 A) discloses a cold rolled steel sheet 
comprising by weight (abstract) less than 0.003% of C, less than 0.1 % of Si, 0.05-0.4% 
of Mn, less than 0.05% of P, less than 0.05% of S, less than 0.004% of N, 0.02-0.1 % of 
Ti, less than 0.06% of Al, 0.002-0.04% of Nb, 0.0001-0.001% of B and the balance of 
Fe and inevitable impurities. 

JP ('647 A) does not disclose the steel sheet comprises La+Ce+Nd as claimed in 
the instant claim 1 . However, it is noted that the instant claim 1 does not limit the 
contents of La, Ce and Nd individually, indicating that there is no limitation of the 
presence of all the three elements. Therefore, it is the examiner's interpretation that the 
presence of La, Ce or Nd in the claimed content range would meet the claim limitation 
of the content of La+Ce+Nd. JP ('435 A) discloses adding 0.0001-0.01 wt. % of Nd to 
thin steel sheets (abstract). It would have been obvious to one of ordinary skill in the art 
at the time the invention was made to add 0.0001-0.01 wt. % of Nd to the composition 
of JP ('647 A) as disclosed by JP ('435 A) in order to decompose the small amount of 
dissolved oxygen and TiO n inclusion left in the steel melt after the Ti deoxidation as 
disclosed by JP ('435 A) (abstract). 
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JP ('647 A) does not limit the types of Ti and Al as claimed. However, it would 
have been obvious to one of ordinary skill in the art to use claimed acid soluble Ti and 
Al with expected success, because JP ('647 A) discloses the same utility of all types of 
Ti and Al. See MPEP 2144.05 I. The content ranges of the elements of JP ('647 A) in 
view of JP ('435 A) overlap the claimed content ranges of the elements respectively. A 
prima facie case of obviousness exists. See MPEP 2144.05 I. It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to apply the 
claimed content ranges within the ranges of JP ('647 A) in view of JP ('435 A) with 
expected success, because JP ('647 A) in view of JP ('435 A) discloses the same utility 
over the entire disclosed ranges. 

JP ('647 A) in view of JP ('435 A) does not disclose the structures of the steel 
sheet as claimed in the instant claims 1 and 2. However, it has been well held where the 
claimed and prior art products are identical or substantially identical in structure or 
composition, or are produced by identical or substantially identical processes, a prima 
facie case of either anticipation or obviousness has been established. In re Best, 562 
F.2d 1252, 1255, 195 USPQ 430, 433 (CCPA1977), MPEP 21 12.01 [R-3] I. In the 
instant case, the claimed and JP ('647 A) in view of JP ('435 A)'s steel sheets are 
identical or substantially identical in composition and are produced by identical or 
substantially identical processes, therefore a prima facie case of obviousness exists. 
The same oxysulfites, the same average grain size of recrystallized grains and the 
same aspect ratio of the recrystallized grain size would be expected in the steel sheet of 
JP ('647 A) in view of JP ('435 A) as in the claimed steel sheet. 
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Conclusion 

3. This Office action is made non-final. Any inquiry concerning this communication 
or earlier communications from the examiner should be directed to Weiping Zhu whose 
telephone number is 571-272-6725. The examiner can normally be reached on 8:30- 
16:30 Monday to Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on 571-272-1244. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Roy King/ 

Supervisory Patent Examiner, Art 
Unit 1793 



WZ 
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